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Status 

1)13 Responsive to communication(s) filed on 02 April 2004 . 
2a)D This action is FINAL. 2b)|g| This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 23-42 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 23-42 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d) 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
a)ISI All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.EI Certified copies of the priority documents have been received in Application No. 09/893.750 . 
3D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

2. Claims 23-42 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The use ofthe term "obtaining" and 'providing" in claims 1 in (a), (b); claim 27, in (a), (b); 
claim 36 in (b) renders the claimed invention indefinite since the term "providing" and 
"obtaining" fails to clearly described the actual steps as how the process should be performed. 
In claim 23, 27, 36 step (a) is related to the process of forming silver salt of an organic acid 
used in the production of a thermally processed image forming material. The process for forming 
thereof is separate from that of the process of forming the thermally processed image forming 
material. Therefore, the scope of protection sought ofthe processing step in step (a) is unclear 
whether it was intended to claim the step (a) of formining a silver salt of an organic acid as part 
ofthe process of forming a thermally processed image forming material or otherwise. 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

.Kfnfr' 1011 S w n° nt f in 3 Written descri P tlon of the invention, and ofthe manner and process of making 
and using ,t, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which ft 

cCemolaUb I * ," T * *** "» *« " me a " d Sha " S * forth the best ™£ 

contemplated by the inventor of carrying out his invention. 

4. Claims 23-42 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
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art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The specification fails to teach as how to incorporate the step of (a), steps of 
providing or forming the silver salt of an organic acid to be part of the processing steps of 
forming a thermally processed image recording material, claimed in the present claimed 
invention. See for instance the preparation of thermally processed image forming material on 
pages 126-127 wherein the step (a) as of the claimed invention is not included therein. 

Claim Rejections - 35 USC § 102 
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined ,n section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

Claims 23-42 are rejected under 35 U.S.C. 102(e) as being anticipated by Yasuda (US 
Patent No. 6,783,925). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 



6. 
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See process disclosed in Examples in columns 58-82, especially the process for forming a silver 
salt of a fatty acid and in Example 1, Table 61 in columns 61-62, and the process for providing 
the an image forming layer on a support in column 66, lines 50-69; the process using ultra- 
filtration and in column 10, and high pressure dispersion apparatus in the abstract, and column 6, 
lines 35-48. Yasuda considered as a whole disclosed the process for forming a material as 
claimed, and therefore, the invention as claimed lacks novelty. 

7. Claims 23-42 are rejected under 35 U.S.C. 102(a) as being anticipated by EP 1069468 
(EP'468). See the process for fabricating the photothermographic material on page 18, [0133],, 
and the method for forming the silver salt of an organic acid using a closed mixing mean on 
pages 20-2 1 . See also the document as a whole. The EP'468 discloses a process having step as 
claimed, therefore anticipated the claimed invention. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section .102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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10. Claims 23-42 are rejected under 35 U.S.C. 102(a) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over EP'1063566 (EP'566). 

See the process for fabricating a heat-developable material on page 28, [0226] to [0227] which 
comprises the step of providing a image forming layer containing silver salt of an organic salt, a 
reducing agent and binder on a support to fabricate a heat developable material. The EP'566 
may not disclose process for forming silver salt of an organic acid in a sealed mixing means 
claimed in the present claimed invention. However, the step (a) presented in the claimed 
invention is directed to the process of forming a silver salt of an organic acid, which is separate 
process from that of the process of forming a material. Therefore, the invention as claimed is 
related to claiming a process of a forming a thermally processed image recording material by a 
process of forming a silver salt of an organic acid. However, the process for providing an 
imaging layer on a support are the same as taught in the prior art of record. In the absence of 
showing the criticality of the process of forming the silver salt of an organic acid in the process 
of forming the a thermally processed image recording material, it is asserter that the invention as 
claimed is either anticipated or found prima facie obvious over the prior art of record. 
1 1 . Claims 23-42 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over EP 0962812 (EP'812). 

See the process for fabricating a heat-developable material on page 32, [0252] to [0253] which 
comprises the step of providing a image forming layer containing silver salt of an organic salt, a 
reducing agent and binder on a support to fabricate a heat developable material. See the 
document as a whole. The EP'566 may not disclose process for forming silver salt of an organic 
acid in a sealed mixing means claimed in the present claimed invention. However, the step (a) 
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presented in the claimed invention is directed to the process of forming a silver salt of an organic 
acid, which is separate process from that of the process of forming a material Therefore, the 
invention as claimed is related to claiming a process of a forming a thermally processed image 
recording material by a process of forming a silver salt of an organic acid. However, the process 
for providing an imaging layer on a support are the same as taught in the prior art of record. In 
the absence of showing the criticality of the process of forming the silver salt of an organic acid 
in the process of forming the a thermally processed image recording material, it is asserter that 
the invention as claimed is either anticipated or found prima facie obvious over the prior art of 
record. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

13. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thorl Chea whose telephone number is (571) 272-1328. The 
examiner can normally be reached on 9 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia H Kelly can be reached on (571)272-1526. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Tchea ^ Thorl Chea 



December 10, 2004 



Primary Examiner 




